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n August 19, 2013, the Brazilian PTO published the

Resolution number 17/2013, which sets the new rules for the

recognition of the highly reputed status of trademarks. This resolution
will enter into force on the date of the publication of the new official fees for this
procedure, but, until now, the BPTO has not informed when this will happen.

The main innovation brought by this Resolution is the adoption of a standalone
procedure, which allows the titleholder to request, at any time, the recognition of
high reputation for its trademark before the Brazilian PTO. This request can be
made directly in the dockets of its respective registration, without any link to third
parties procedures.

The main requirements for a trademark to be recognized as highly reputed by to
the Brazilian PTO are:

a) Being considered so by a wide portion of the public in general;

b) The high quality, reputation and prestige that the public attaches to the brand as
well as to the products or services that it marks; and

¢) Being recognized as a unique and distinctive brand.

The decision that declares or denies the highly reputed status may be appealed by
the applicant.

The highly reputed status will be in force for 10 years, as long as the trademark
registration remains also in force. After this 10-year period, it will be possible to
file a new high reputation request.

Trademark owners with pending highly reputed recognition requests made
through the former procedure — by means of oppositions or administrative nullity
procedures — and that already paid the specific official fee must file a petition in
the dockets of their case. This is to ensure that the evidence presented with the
objections will be examined by the Brazilian PTO. This petition is exempt from the
official fee and must be submitted within 90 days as from the date the Resolution
comes into force. Additional documents can also be submitted.

In the absence of the timely filing of the said petition, the BPTO will raise an
Official Action when examining the opposition or the administrative nullity
procedure grounded on a request for recognition of the highly reputed status, in
order to bring such request for recognition in line with the terms of the present
Resolution. Should the titleholder fail to meet the requirements, the request will be
ignored, and the opposition or administrative nullity proceeding will be analyzed
only with basis on his other arguments, if any.

This new procedure has been adopted by the Brazilian PTO to speed up the
recognition of highly reputed status of the most valuable trademarks in the market,
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